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REMARKS 



Cairns 1-33 areper^intopresen, application. Cain 20 ha, been amended. 

L» C 1- 31 - SM» Reconsideration and ^drawal * the 

outst^grejecuon is respectfuUy w«i in view of to Mowing «ma*s. 

Am^k^ Claims: , 
the reject ion is respectfully requested. 

, TTniiMinT- ^m^^^-^f^ 

C aims 1 - 33 stand rejected under 35 U.S.C. §102(a, b or .) and.35 U.S.C. 
§103(a) ss allegedly being unpatentable over U.S. Pat. No. 6,219.329 to Tanaka et al, or 
BP 0438125 ,o Tanaka al., or U.S. Pat. No. 6,183.830 to Okamoto « al., or U.S. Pat. 
No 4,89 ,800 to Sugaya et al. (Paper 7, page 2). 

TieExammer eontends that "[e]ach of the references discloses adatastorage 
n^ediapr-pared from the same components as claimed by applicants except for the 
particular amounts and parameters, i.e., transmisaiviry as claimed- (Paper 7, page 2). 

T» Ptesen, application is directed to and claims a colored da* storage me4.a 
comprising a substme comprising colorant and plastic, wherein the substrate has a 

colorant »d pis**, whereto to substrate has a fluorescent color emission wavelentfh 

70%toaoont90%.tthelaserreadbackwaveleogm(Claim20 - 33). 

T o anticipate , claim under 35 U.S.C. § 102, a single source mus, contain all of 
the elects of to Cairn. « v. B^en, ™ ™" ™ » 

U S P Q.2d 1766, 1768 (Fed. Ctc. 1987), art **4 484U.S. 1007 (1988). 
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0W.Or.19W. E^i^»^-" f — l^^pc, 49., 



W(C tulTa,No.6^9,3 2 9orEP 04,8225 (^E^eanp-t^^v^ 
of the U..- patent, ^ . s ^arf to „ 

rss^— -'«— — * 

-referential surface of the optical disk (see Abstract). 

border ,op ro v i deadisk^ g ood^ reg ^c a pa W1 «e 8> Tan alt ,«a 

^or^^-is^^cywh^dtcU^U^— u* 
^low^Col.!,^-*,. WhU0T^c.a..«e.^as,o^ 

.^ngHgh^arencyaxtdtra^s^^^ 

^naterial into . parent plastic materia. ( Col. 1, »■* 65 to Co 2, « 

SinZ Target al.teachtha.it is important to roix Utc fluorescent coloram m.od« 

&inuiariy .. . . >i,th*.re«n on a molecular structural 

substrateresintboroughly.sothatxttsmixedwiththeresinonamo 

tjw. mivnire This prevents the reduction in transmission of the 
level to become a compatible mixture, lms prevent 

.^ureadiskwhereinAet^ssivityre^er^^^uccdwhU. 
matotain oig. good data reproduction. 
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In order to address the failure of Tanaka et al. to teach the transmissivity of the 
present application, the Examiner claims that the transmit is inherent in the material 
of Tanaka et al. In relying on the theory of inherency, the examiner must provide a basis 
in feet an. I/or technical reasoning to reasonably support the detection that the 
allegedly inherent characteristic necessarily flows from the teachings of the appliedpnor 
art » (citfa,g/ n re King. W. L. Gore & Associates, Inc. v. Garlock, Inc., In re Oelrich. and 
In re WihHng, Hansgirgv. Kemmer and in Ex parte levy, 17 U.S.P.Q.2d 1461 
(U.S.P.T.O. Bd. Pat. App. & Int.) Second, contrary to the Examiner's contention, the 
transmissLvity is not believed inherent due to Tanaka et al.'s teachings. As stated above 
Tanaka * al. teach against any reduction in transmissivily even with the addition of the 
fluorescent colorant. In contrast the present application teaches and claims a colored data 
storage n edia comprising a substrate comprising colorant and plastic, wherein the 
substrate has a transmissivity of about 85% or less at a readback laser wavelength, when 
traversing a 1.2 mm thick colored substrate (Claims 1 - 19). The present application is 
also directed to and claims a colored data storage media, comprising a substrate 
comprise a fluorescent colorant and plastic, wherein the substrate has a fluorescent 
color emission wavelength which is not equal to the readback laser wavelength and has a 
transmi«ivityofabout70%to about 90% at the laser readback wavelength (Claim 20- 

33). 

Consequently the Applicant contends that the transmissivity is not inherent in the 
Tanaka e: al., and that Tanaka et al. teach away from such transmissivity. Applicant 
respectfully requests reconsideration and withdrawal of this rejection or at most that the 
Examine - '^provide a basis in fact and/ox explain the reasoning behind how an alleged 
determination of inherency would flow from the teachings of Tanaka et al. 

S ,nce Tanaka et al. fail to teach the transmissivity range of the present application 
nor provide any motivation for doing so, applicant requests a withdrawal of the rejection 
under 35 U.S.C. §103(a) and under 35 U.S.C. §l02(a, b or e). 

Okamoto et al. teach a digital video disk substrate having a viscosity average 
molecuU r weight of 10,000 to 17,000 wherein the video disk substrate is little cracked at 
the time of molding and exhibits small birefringence (see abstract). Okamoto et al. do 
not even teach the addition of color to the substrate nor do they teach any numerical 
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• • ^ .nitrate Okamoto et al. do however mention 
patent (C..1. 1, line 18, CoL 7, toes M ) _ ^ 

.oteacna^^tte^uccd^^ ^ cyo „etal.byteacrungthe 
p^O*— ^^^.^r^ca^. Additional 

^dungsofacamotoetaLdonotreM UleIeia;tionm dcr35U.S.C. §103(a) 

a ppUcation. AppU^rC^aW.thtawaloftorejecnon 

m d.H.de,-35U.S.C.§102(a.bore). a sabstrat e permeable to a 

but teaches to use « to 85 % (Co!. 2, toes 1 

• • <• k„„, 85% or less and alternatively front about w 
traosmi^ivity of about 85 /. or less ^ ^ ^ ^ ^ of to 

fluoresce at colorants are used. Titus Sugaya app silenJ M to use 

pKs ent aophca«on inthe case — -* - — ^ of Tmka „ 

rffluore^ colorants. Sugaya therefore does no 

and/or Okam° to et al. 

* Piirther if the teachings of lanaKaein. 

wer e continued ««h Sugary ^ ^ ^ 1S no 

a^sivityrequuemeirtsasclaunou P dttdbvth e 

under 35 U.S.C.§l02(b). 
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„ , believed thatta foregoing^** -d—d— comply with.be 
Office Acdo»and«toda»^insh OU ldnowl,e a U OWa bU t o Applies. 

jf ^ „ any addition <tav <■*>> «° te !me ° a,n00, 

Respectfully submitted, 
Curtis Cradic, et al. 

CANTOR COLBURN LLP 
Applicants' Attorneys 
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^na^g uav^iongfcl ^njs as follows: 

2( A colored data storage media, comprising: 

^orescent colorant and plastic, wherein the substrate 
a substrate comprising a fluorescent coioran v 

wavelength]. 
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